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DORSEY & WHITNEY LLP 



GARY AB6LEV, ESQ. 

Partner 
212^15-9371 
FAX 212-953-7201 
abalev.gafy@dorsey.com 



July 7, 2005 



VIA FIRST CLASS MAIL 

Vicky K. Yang, Ph.D. 
Assistant Case Manager 
Partners Healthcare 

Corporate Sponsored Research & Licensing 
13th St., Bid. 149 Suite 5036 
Charlestown, MA 02129 



Re: U.S. Non-Provisional Patent Application Serial No. 10/014,244 entitled 
"OPTICAL METHODS AND SYSTEMS FOR TISSUE ANALYSIS" 

Inventor(s): Guillermo J. Tearney et al. 
MGH Ref.. 1542 

Our File: 186599/US/2-475387-00153 

Dear Vicky: 



We received the enclosed Notice of Non-Compliant Amendment in response to 



our filed Amendment after Non-Final Office Action. In the Notice of Non-Compliant Amendment, 
the Examiner is requesting that the status for each cancelled claim be identified as only 
"cancelled". 

Accordingly, we prepared and filed a Response to Notice of Non-Compliant 
Amendment with the U.S. Patent and Trademark Office today. July 7. 2005 . Copies of the filed 
documents are enclosed for your files. 



Please feel free to contact us should you have any questions. 




Sincerely, 
Gary Abelev 



Enclosures 



cc: Irina Erenburg Ph.D. (w/o ends, via First Class Mail) 



4850-3322-3 16S\! 
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United States Bctentand Hiademark Office 



CCMMSSONCft FOR BOWT5 

Umted States Patent andTJuccmark Omcc 

M. O.C 20231 



APPUCATtON NUMBER 



60/244,255 



10/30/2000 



75 



ATTY .OOCXET.NO 

00786- 
443P01/MGH 
•1542 



Fish & Richardson PC 
225 Franklin Street 
Boston. MA 02110-2804 



FILING RECEIPT 

UeilBSlMl 

*OC0000O0005675d4fi* 



Date Mailed: 01/12/2001 



Receipt is acknowledged of this provisional Patent Application. H will be considered in its order and you will 
be notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING 
DATE, NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees 
transmitted by check or draft are subject to collection. Please verity the accuracy of the data presented on 
this receipt. If an error is noted on this Filing Receipt, please write to the Office of Initial Patent 
Examination's Customer Service Center. Please provide a copy of this Filing Receipt with the 
changes noted thereon. If you received a "Notice to File Missing Parts** for this application, please 
submft any corrections to this Filing Receipt with your reply to the Notice. When the PTO processes 
the reply to the Notice, the PTO will generate another Filing Receipt incorporating the requested 
corrections (if appropriate). 



Applies) 



Guillermo J. Teamey, Cambridge, MA ; 
Brett E. Bouma, Quincy, MA ; 

Continuing Data as Claimed by Applicant 
Foreign Applications 

If Required, Foreign Filing License Granted 01/12/2001 

SMALL ENTITY ** 
Titfe 

Optical methods and systems for tissue analysis 
Preliminary Class 



RECEIVED 

JAN l $ 2o 0 , 
F,s " & 2WJARDS0N. RC. 

BOSTON OFFICE 



Data entry by : OAVIS, SHERRY 



Team : OIPE 



Date: 01/12/2001 



file://C:\APPS\PreExam\correspondence\l_A.xml 



No Docketing Required 
Reviewed by Practice Systems 
lnitials_J^Jh__..Cn J\fi\Qjf_ 1/12/OI 
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LICENSE FOR FOREIGN FILING UNDER 
Title 35, United States Code, Section 184 
Title 37, Code of Federal Regulations, 5-11 & 5.15 

GRANTED 

The applicant has been granted a license under 35 U.S.C. 164. If the phrase "IF REQUIRED, FOREIGN 
FILING LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all 
applications where the conditions for issuance of a license have been met. regardless of whether or not a 
license may be required as set forth In 37 CRF 515. The scope and limitations of this license are set forth in 
37 CFR 5.15(a) unless an earlier license has been issued under 37 CFR 5.15(b). The license is subject to 
revocation upon written notification. The date indicated is the effective date of the license, unless an earlier 
license of similar scope has been granted under 37 CFR 5.13 or 5.14. 

This license is to be retained by the licensee and may be used at any time on or after the effective date 
thereof unless it is revoked. This license is automatically transferred to any related applications(s) filed under 

36 CFR 1 .53(d). This license is not retroactive. 

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject 
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and 
the national security or the export of technical data. Licensees should apprise themselves of current 
regulations especially with respect to certain countries, of other agencies, particularly the Office of Defense 
Trade Controls, Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121- 
128)); the Office of Export Administration, Department of Commerce (15 CFR 370.10 ©); the Office of 
Foreign Assets Control, Department of Treasury (31 CFR Parts 500+) and the Department of Energy. 

NOT GRANTED 

No license under 35 U.S.C. 184 has been granted at this time, if the phrase a IF REQUIRED, FOREIGN 
FILING LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 

37 CFR 5.12, if a license Is desired before the expiratfon of 6 months from the filing date of the application. If 
6 months has lapsed from the filing date of this application and the licensee has not received any indication of 
a secrecy order under 35 U.S.C. 181. the licensee may foreign file the application pursuant to 37 CFR 5.15 
(b): 

PLEASE NOTE the following information about the Filing Receipt: 

• The articles such as "a," "an* and "the" are not Included as the first words In the title of an application. 
They are considered to be unnecessary to the understanding of the title. 

• The words "new," "improved," "improvements in" or "relating to" are not included as first words in 
the title of an application because a patent application, by nature, is a new idea or improvement. 

• The title may be truncated If It consists of more than 600 characters (letters and spaces combined). 

• The docket number allows a maximum of 25 characters. 

• If your application was submitted under 37 CFR 1 .10, your filing date should be the "date in" found on 
the Express Mail label. If there Is a discrepancy, you should submit a request for a corrected Filing 
Receipt along with a copy of the Express Mail label showing the "date In." 

• The title is recorded in sentence case. 

Any corrections that may need to be done to your Filing Receipt should be directed to: 



fi!e://C:\APPS\PreExam\correspondence\ I _A.xmI 
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Assistant Commissioner for Patents 
Office of Inttiai Patent Examination 
Customer Service Center 
Washington, DC 20231 



fileV/CiVAPPSVPreExamVcorrespondenceM^A.xm! 



1/12/01 




'atent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United Stales Patrol and Trademark CWTkt 
Addms: COMMISSIONER FOR PATENTS 
P.O. Box 1 450 

Akxtadri*. Vitfjnb 223 1 3- 1 4S0 



| ATTORNEY DOCKET NO. | CONFIRMATION NO. | 



APPLICATION NO. 



FILING DATE- 



FIRST NAMED INVENTOR 



10/016,244 



10/30/2001 



7590 



06/14/2005 



FISH & RICHARDSON PC 
225 FRANKLIN ST 
BOSTON, MA 02110 



Cutlkimo J. Tcamey 



0O786-443O01 / MGH 
1542.1 



4538 



EXAMINER 



SMITH, RUTHS 

| ART UNIT | PAPER NUMBER ] 

3737 

DATE MAILED: 06/14/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



JUN i 7 /.si: - 



PTO-90C (Rev. 1003) 



r • s 



United States Patent and trademark office 




Commissioner ron Patents 
Unitco Statcs Patent ano Traocmarm Orriec 

Alexandria. VA zza » 3- 1 «SO 



TSS6 *\ 
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Settee of Non-Compliant Amendment (37 CFR 1.121) 

The amendment documem filed on 06/06/05 is considered non-compliant because it has failed to meet the requirements of 
37 CFR 1.121. in order for the amendment document to be compliant, correction of the following item(s) is required. Only the 
corrected section of the non-compliant amendment document must be resubmitted (in its entirety), e.g., the entire 
"Amendments to the claims" section of applicant's amendment document must be re-submitted. 37 CFR 1.121(h). 

THE FOLLOWING CHECKED (X) 1TEM(S) CAUSE THE AMENDMENT DOCUMENT TO BE NON-COMPLIANT: 
I"! J. Amendments to the specification: 

□ A. Amended paragraph(s) do not include markings. 

□ B. New paragraph(s) should not be underlined. 

□ C. Other 



□ 2. Abstract: 

Q A. Not presented on a separate sheet. 37 CFR 1 .72. 
□ B. Other 

C] 3. Amendments to the drawings: ; 



(7) 4. Amendments to the claims: 

CD A. A complete listing of aJJ of the claims is not present 

□ B. The listing of claims does not include the text of all pending claims (including withdrawn claims) 

f7) C. Each claim has not been provided with the proper status identifier, and as such, the individual status of each 
claim cannot be identified. Note: the status of every claim must be indicated after its claim number by using 
one of the following 7 status identifiers: (Original), (Currently amended), (Canceled), (Withdrawn), (Previously 
presented), (New) and (Not entered). 

□ D. The claims of this amendment paper have not been presented in ascending numerical order. 
[7] E. Other: "previously" cancelled and "presently" cancelled are not proper status identifiers. 



For further explanation of the amendment format required by 37 CFR 1.121, see MPEP Sec. 714 and the USPTO website at 
httpyAvvw^uspto.govAvEb/otTtces/pac/dapp/opl a/preognot ice/office flyer.pdf . 

If the non-compliant amendment is a PRELIMINARY AMENDMENT, applicant is given ONE MONTH from the mail date of 
this letter to supply the corrected section which complies with 37 CFR 1.121. Failure to comply with 37 CFR 1.121 will result in 
non-entry of the preliminary amendment and examination on the merits will commence without consideration of the proposed 
changes in the preliminary amendment(s). This notice is not an action under 35 U.S.C. 132, and this ONE MONTH time limit 
is not extendable. 

If the non-compliant amendment is a reply to a NON-FINAL OFFICE ACTION (including a submission for an RCE), and 
since the amendment appears to be a bona fide attempt to be a reply (37 CFR 1.135(c)), applicant is given a TIME PERIOD of 
ONE MONTH from the mailing of this notice wimin which to re-submit the corrected section which complies with 37 CFR 1.121 
in order to avoid abandonment. EXTENSIONS OF THIS TIME PERIOD ARE AVAILABLE UNDER 37 CFR 1.136(a). 

If the amendment is a reply to a FINAL REJECTION, mis form may be an attachment to an Advisory Action. The period for 
response to a final rejection continues to run from the date set in the final refection, and is not affected by the non-compliant 
statps of the amendment. 

(^J- * 2^ 571-272-4359 

Igp Instruments Examiner (LIE) Telephone No. 

R. ; Johnson 



Rev. 6/04 



